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DETAILED ACTION 



Claims 1-19 are pending and have been examined. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. 

For example, the claims recite the limitations "user information" and "personal 
identifier. 

Claim 1 recites: 

"...verifying a user information based on the personal identifier information..." 
Claim 1 also recites "...storing the personal identifier and user information." In view of 
these limitations, it appears to the Examiner that the "user information" and "personal 
identifier" are two distinct elements. 

However, claim 2 recites: 

"...storing unit stores a user information which represents a current connection 
state of a user..." Claim 2 further states "...said user information includes a personal 
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identifier... an internet protocol address... and an internet application service 
information." 

The Examiner cannot resolve the similarities and/or differences between these 
two elements within the claim. It also appears that, in view of claim 2, the element "user 
information" has conflicting meanings and, on its face, is indefinite. 

In view of the above, the Examiner will attempt to make a prior art rejection that 
is relevant to the claims. 

Claim Interpretation 

A claim limitation will be interpreted to invoke 35 U.S.C. 1 12, sixth paragraph if it 
meets the following 3-prong analysis: 

(A) the claim limitations must use the phrase "means for" or "step for"; 

(B) the "means for" or "step for" must be modified by functional language; and 

(C) the phrase "means for" or "step for" must not be modified by sufficient 
structure, material or acts for achieving the specified function. 

With respect to the first prong of this analysis, a claim element that does not 
include the phrase "means for" or "step for" will not be considered to invoke 35 U.S.C. 
112, sixth paragraph. If an applicant wishes to have the claim limitation treated under 35 
U.S.C. 112, sixth paragraph, applicant must either: (A) amend the claim to include the 
phrase "means for" or "step for" in accordance with these guidelines; or (B) show that 
even though the phrase "means for" or "step for" is not used, the claim limitation is 
written as a function to be performed and does not recite sufficient structure, material, or 
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acts which would preclude application of 35 U.S.C. 112, sixth paragraph. See Watts v. 
XL Systems, Inc., 232 F.3d 877, 56 USPQ2d 1836 (Fed. Cir. 2000) 

The Applicant has not provided a clear definition for the terms "user information" 
and "personal identifier" recited in claims 1«1 9 within the specification. Therefore, the 
Examiner will interpret this element by its plain meaning as if the term was interpreted 
by one of ordinary skill in the art. See MPEP §2111.01. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-1 1 and 15-19 are rejected under 35 U.S.C. 102(e) as being anticipated 
by US Patent 6 161 008 A to Lee et al. 

Regarding claim 1, Lee discloses in an apparatus providing a communication 
between users using a terminal connected with an internet network based on a 
connection with an internet service provider network by receiving a static internet 
protocol address or a dynamic internet protocol address, an apparatus providing a 
communication service based on a personal identifier in an internet network, 
comprising: 

a user information management means connected with the internet network 



Claim Rejections - 35 USC § 102 
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for providing a unique personal identifier to a user and providing a communication 
service based on the personal identifier information (column 2, lines 19-45), wherein 
said user information management unit includes: 

a user information service unit for verifying a user information ("user record") 
based on the personal identifier information and providing a service that a user wants 
("calling"), to a user's terminal through the internet network (column 2, lines 19-45, 
specifically lines 30-32; column 21 , lines 4-18); and 

a user information storing unit connected with the user information service 
unit for storing the personal identifier and user information, (column 2, lines 19-45, 
specifically lines 35-36) 

Regarding claim 2, Lee discloses the apparatus of claim 1 , wherein said user 
information storing unit stores a user information which represents a current connection 
state of a user, wherein said user information includes a personal identifier of a user, an 
internet protocol address of a terminal which is currently used by the user, and an 
internet application service information which is currently used by the user for an 
internet application, (column 2, lines 19-26, 40-45, and 55-64) 

Regarding claim 3, Lee discloses the apparatus of claim 2, wherein said internet 
application service information includes a mobile communication information including 
an identifier of a mobile communication terminal of a current user ("TID" or "terminal 
ID"), (column 5, lines 29-38; column 11, lines 11-32) 

Regarding claim 4, Lee discloses the apparatus of claim 1 , wherein said personal 
identifier is used in the same form as an existing domain name by combining a user 
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identifier and a domain name of the user information management means. 
("tom@nortel.com"; column 5, lines 29-45) 

Regarding claim 5, Lee discloses the apparatus of claim 1 , further comprising 
means connected with the user information management unit for transferring a user 
applet to a user terminal and receiving the user information, (column 5, line 60-column 
6, line 9) 

Regarding claim 6, Lee discloses the apparatus of claim 1 , wherein said user 
information management unit receives a user information from the user terminal which 
includes a personal information software for registering a user information, (column 5, 
line 60-column 6, line 9) 

Regarding claim 7, Lee discloses in an apparatus providing a communication 
between users using a terminal connected with an internet network based on a 
connection with an internet service provider network by receiving a static internet 
protocol address or a dynamic internet protocol address, a method for providing a 
communication service based on a personal identifier in an internet network, 
comprising: 

a user information service providing step in which an internet network is 
connected for providing a unique personal identifier to a user and providing a 
communication service based on the personal identifier information (column 2, lines 19- 
45), wherein said 

user information service providing step includes: 
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a first step for receiving a personal identifier information, a verification information 
("user record") and a user information service request message from a user which are 
needed for a user verification; (column 2, lines 19-45, specifically lines 30-32) 

a second step for verifying a user based on the personal identifier and verification 
information; (column 21, lines 4-18) 

a third step for performing a user information service based on the type of each 
user information service request message ("calling"; column 21, lines 4-18); and 

a fourth step for transferring a result message obtained based on an execution of 
the user information service to the user in accordance with the type of the user 
information service request message, (column 2, lines 19-45, specifically lines 40-45) 

Regarding claim 8, Lee discloses the method of claim 7, wherein said user 
information service request message of the third step includes: 

a user information management request message for requesting a user 
information management; a user information inquiry request message for inquiring the 
information of other user who the user wants to communicate; and a user information 
deletion request message for deleting a registered user information by a user 
information management request, (column 7, line 63-column 8, line 1 1 ; column 9, line 
30-column 10, line 15) 

Regarding claim 9, Lee discloses the method of claim 7, wherein said third step 
includes: 

a step for receiving a user information packet including a user information 
of the current user from the user terminal when the type of the user information 
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service request message is a user information management request; (column 7, line 63- 
column 8, line 1 1; column 9, line 30-column 10, line 15, specifically column 9, lines 30- 
58) 

a step for extracting and storing a user information and a personal identifier 
information of the user from the user information packet received; ("adding user 
records"; column 7, line 63-column 8, line 11; column 9, line 30-column 10, line 15) and 

a step for generating a user information registration message which reports that 
the user information and the personal identifier information are registered, ("information 
response"; column 7, line 63-column 8, line 11; column 9, line 30-column 10, line 15) 

Regarding claim 10, Lee discloses the method of claim 7, wherein said third step 
includes: 

a step in which the user information registration unit receives a personal identifier 
of a user and a verification information needed for a user verification from the user 
terminal when the type of the user information message is a user information 
management request; (column 7, line 63-column 8, line 11; column 9, line 30-column 
10, line 15, specifically column 9, lines 30-58) 

a step for verifying a user based on the personal identifier received and the 
verification information; (column 21, lines 4-18) 

a step in which the user information registration unit transfers a user applet 
to the user terminal, and the user applet is performed; a step for receiving a user 
information packet including a user information of the current user from the user 
terminal based on the user applet; (column 5, line 60-column 6, line 9) 
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a step for transferring the received user information packet to the user 
information management unit; and a step for generating a user information registration 
message which reports that the user information and the personal identifier information 
are registered, ("information response"; column 7, line 63-column 8, line 11; column 9, 
line 30-column 10, line 15) 

Regarding claim 1 1 , Lee discloses the method of claim 7, wherein said third step 
includes: 

a step for receiving a personal identifier of a user and a verification 
information needed for the user identification from the user terminal based on a 
connection with the user terminal including a personal information software when the 
type of the user information service request message is a user information management 
request; (column 7, line 63-column 8, line 11; column 9, line 30-column 10, line 15, 
specifically column 9, lines 30-58) 

a step for verifying a user based on the personal identifier and verification 
information; (column 21, lines 4-18) 

a step for executing a personal information software of the user terminal; (column 
5, line 60-column 6, line 9) 

a step for receiving a user information packet including a user information 
of the current user from the user terminal based on the personal information 
software (column 7, line 63-column 8, line 11; column 9, line 30-column 10, line 15, 
specifically column 9, lines 30-58); and 

a step for generating a user information registration message which reports 
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that the user information and personal identification information are registered, 
("information response"; column 7, line 63-column 8, line 11; column 9, line 30-column 
10, line 15) 

Regarding claim 15, Lee discloses the method of claim 7, wherein said third step 
includes: 

a step for receiving a personal identifier of other user which is an object of 
the user information inquiry and an information with respect to the type of the 
internet application which will be serviced when the type of the user information 
service request message is a user information inquiry request; (column 7, line 63- 
column 8, line 11; column 9, line 30-column 10, line 15, specifically column 9, lines 30- 
58) 

a step for searching a user information of a user which is an inquiry object 
based on the received personal identifier information and the internet application 
service type information (column 7, line 63-column 8, line 1 1 ; column 9, line 30-column 
10, line 15, specifically column 10, lines 7-9); and 

a step for generating a user information message based on the user 
information corresponding to the personal identifier, ("information response"; column 7, 
line 63-column 8, line 11; column 9, line 30-column 10, line 15) 

Regarding claim 16, Lee discloses the method of claim 15, wherein said user 
information search step includes: 

a step for searching a node identifier information corresponding to the internet 
application service type when the internet application service type information is an 
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inquiry request with respect to the internet application type; a step for searching a node 
identifier information corresponding to the internet application service type when the 
internet application service type is a request with respect to an inter-working with the 
internet application service; and a step for searching an identifier information of the 
identifier information of the node identifier information corresponding to the internet 
application service type when the internet application service type information is a 
connection request with a communication session, (column 7, line 63-column 8, line 11; 
column 9, line 30-column 10, line 15, specifically column 10, lines 7-9) 

Regarding claim 17, Lee discloses the method of claim 7, wherein said third step 
includes: 

a step for receiving a personal identifier information of a user and a user 
information from the user when the type of the user information service request 
message is a user information deletion request; ("deleting user records"; column 7, line 
63-column 8, line 11; column 9, line 30-column 10, line 15, specifically column 9, lines 
30-58) 

a step for searching and deleting a personal identifier and a user information 
corresponding to the personal identifier information and user information received from 
the user (column 7, line 63-column 8, line 11; column 9, line 30-column 10, line 15, 
specifically column 10, lines 7-9); and 

a step for generating a user information deletion message which represents 
that a user information of the user is deleted, ("information response"; column 7, line 63- 
column 8, line 11; column 9, line 30-column 10, line 15) 
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Regarding claim 18, Lee discloses the method of claim 7, further comprising: 
a step for searching a mapping relationship information of the type of an 
internet application and a node identifier information with respect to a personal 
identifier of other user which is an object of the inquiry when the user information 
service request message type is an internet service inter-working request among the 
user information inquiry requests when transmitting a result message in the fourth 
step (column 7, line 63-column 8, line 11; column 9, line 30-column 10, line 15, 
specifically column 10, lines 7-9); and 

a step for connecting the user's terminal which requested an inquiry through the 
mapping relationship information to an internet application service of the other user, 
(column 21, lines 4-18) 

Regarding claim 19, Lee discloses the method of claim 7, further comprising: 
a step for searching a mobile communication service type of the current user 
based on the type of the internet application with respect to a personal identifier of other 
user which is an object of the inquiry when the type of the user information service 
request message is a request of a connection with a communication session among the 
user information inquiries when transferring a result message in the fourth step; (column 
5, line 60-column 6, line 9; column 21, lines 4-18) 

a step for searching an identifier information of the mobile communication 
terminal based on the mobile communication service type through the node identifier 
information of other user; (column 5, lines 29-38; column 11, lines 11-32) 



Application/Control Number: 09/747,324 Page 13 

Art Unit: 2143 

a step for connecting with a communication system using an identifier information 
of the mobile communication terminal; a step for setting a communication session to the 
mobile communication terminal based on an inter-working with the mobile 
communication network through the gateway of the internet; and a step for connecting 
the terminal of a user who requested an inquiry through the communication session and 
the mobile communication terminal, (column 21, lines 4-18) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Lee et al. 

Regarding claim 12, Lee discloses the method of claim 9, wherein said user 
information packet (column 14, line 40-column 15, line 17; column 15, lines 50-57) 
includes: 



• 
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a dialing side internet protocol address which represents an internet 
protocol address of a terminal of the current user (column 1 1 , lines 1 1-32); 

an incoming side internet protocol address which represents an internet 
protocol address of the user information management unit for receiving the user 
information packet ("TID"); 

a personal identifier which represents a user's personal identifier ("PID"); 

an internet application type which represents the type of the internet 
application operated by the user; and a node identifier information which represents an 
internet protocol address information based on the type of the internet application, 
(column 5, line 60-column 6, line 9) 

Lee does not disclose a private/public network flag which represents whether the 
terminal of the user exists in a private internet protocol network or in a public internet or 
a terminal internet protocol address which represents a public internet protocol address 
of the terminal in the case that the terminal exists in the public internet and which 
represents a public internet protocol address allocated to a gateway which connects the 
private network and public internet network when the terminal exists in the private 
internet protocol network, however, Lee does suggest that the terminal of a user may be 
on a public or private network using the internet protocol and the IP addressing system 
(column 3, line 53-column 4, line 9; column 5, lines 13-27). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include a flag and terminal addresses to denote whether a user 
is on a public or private network because, based on the suggestion by Lee that a user 
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may be on a private or public network, the invention of Lee would have to contain 
functionality that would enable the invention to reach a user on a private or public 
network through the use of private or public internet protocol addresses and some sort 
of indication that the user is on either network. Therefore, it would have been obvious to 
achieve the limitations as claimed. 

Regarding claim 13, Lee discloses the method of claim 12, wherein said internet 
application types and node identifier information are provided in multiple numbers based 
on the number of the internet applications operated by the user, (column 5, line 60- 
column 6, line 9) 

Regarding claim 14, Lee discloses the method of claim 12, wherein said type of 
the internet application includes a mobile communication type of the current user, and 
the node identifier information further includes an identifier of the mobile communication 
terminal, (column 5, lines 29-38; column 5, line 60-column 6, line 9; column 1 1 , lines 11- 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US Patent 6 616 035 B2 to Ehrensvard et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George C Neurauter, Jr. whose telephone number is 
703-305-4565. The examiner can normally be reached on Thursday 1-2pm EST. 



32) 



Conclusion 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley can be reached on 703-308-5221 . The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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